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DETAILED ACTION 

Acknowledgement is made of Amendment received 1/2/2009. Claims 1-2, 9-1 1 
are currently amended. Claims 3-8, 12-14 are previously presented. Claims 15-16 are 
newly added. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-4, 6-10 and 15 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Bereman (WO 0237990) in view of Garrido et al. (J.Chem.Soc, 
Faraday Trans. 1, 1987). 

Regarding claims 1-3, 5-10 and 15, Bereman discloses a tobacco smoke filter 
containing activated carbon where the smoke compounds in the organic volatile and 
semivolatile phases diffuse through the carbon particles, move over the surface and the 
move into the activated carbon pores compelled by a phenomenon known as Van der 
Waal's forces. Activated carbon can have micropore (pores of less tan 2 nm in 
diameter) mesoporous (pores 2 to 50 nanometers in diameter) (overlapping with the 
range of claim 2) (page 21, Iine15 to page 22, line 7). Also, it is noticed that the claimed 
"at most" in the instant claim 1 is inclusive of zero. However, Bereman does not disclose 
the volume of these pores. Garrido discloses burn-off to control the pore volume (fig. 
2); Garrido further disclosed the volumes measured by adsorption of nitrogen in carbons 
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can be explained in terms of corresponding DR plots (page 1085). Therefore, it would 
have been obvious to one of ordinary skill in the art at the time the invention was made 
to use the burn off method disclosed by Garrido to manipulate the pore volume (to any 
desired range of volumes as fig. 2 of page 1085) of the activated carbon pores of 
Bereman to achieve a desired adsorption property. 

Claim 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over Bereman 
(WO 0237990) in view of Garrido et al. (J.Chem.Soc, Faraday Trans. 1 , 1987) as 
applied to claim 1 above and further in view of Baur et al. (U.S Patent No. 3108142). 
Even though the combination of Bereman and Garrido does not disclose the surface 
property of macropores activated carbon, this property is well known in the art as 
evidence by Reppe. Baur discloses macroporous activated carbon has surface area of 
about 1 to 8 m 2 /g overlapping with the claimed (5 m 2 /g). 

Claims 11-14 and 16 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Bereman (WO 0237990) in view of Garrido et al. (J.Chem.Soc, Faraday Trans. 1 , 
1987) as applied to claim 1 above and further in view of Hershe et al. (U.S Patent No. 
5829449). Bereman discloses using a filter containing activated carbon on a cigarette 
to reduce the content of certain harmful or carcinogenic substances. However the 
combination of Bereman and Garrido does not disclose putting volatile flavourant in a 
filter cigarette. Furthermore, Hersh discloses cigarette filter comprising menthol and 
other smoke flavoring agents wherein the activated carbon has pore modifying agent 
and part of the activated carbon is available for adsorption of the menthol or other flavor 
(column 8, lines 25-31). Therefore, it is well known in the art to put menthol flavor in the 
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filter as evidenced by Hersh (column 12, lines 9-13). Therefore, it would have been 
obvious to add a menthol flavor to the filter of Bereman to give user the flavor. 

Response to Arguments 
Applicant's arguments filed 1/2/2009 have been fully considered but they are not 
persuasive. 

Applicant essentially argues that the activated carbon of Bereman only serves as 
a support and that the activated carbon of Garrido is not used for filtration of tobacco 
smoke; therefore the combination have no disclosure or suggestion with the claimed 
invention. However, Bereman discloses activated carbon is the most widely preferred 
granular adsorbent in cigarette filter (column 2, lines 30-34) and Garrido discloses the 
volume of the pores of activated carbon can be manipulated to achieve a desired 
adsorption property as discussed above for claims 1-3. Therefore, the combination of 
Bereman and Garrido discloses activated carbon being used for the filtration of tobacco 
smoke and that the pore volumes of the activated carbon can be manipulated by the 
burn off method of Garrido to achieve a desired adsorption property. Also, it is noticed 
that the claimed "at most" in the instant claim 1 is inclusive of zero, so micropores do 
not have to be present. 

In response to applicant's argument that there is no suggestion to combine the 
references, the examiner recognizes that obviousness can only be established by 
combining or modifying the teachings of the prior art to produce the claimed invention 
where there is some teaching, suggestion, or motivation to do so found either in the 
references themselves or in the knowledge generally available to one of ordinary skill in 
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the art. See In re Fine, 837 F.2d 1071 , 5 USPQ2d 1596 (Fed. Cir. 1988)and In re 
Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). In this case, Bereman does 
not disclose the volume of these pores; Garrido discloses burn-off to control the pore 
volume (fig. 2); Garrido further disclosed the volumes measured by adsorption of 
nitrogen in carbons can be explained in terms of corresponding DR plots (page 1085). 
Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to use the burn off method disclosed by Garrido to manipulate the 
pore volume (to any desired range of volume) of the activated carbon pores of Bereman 
to achieve a desired adsorption property. 

Applicant further argues that there is no teaching to combine the Baur et al. 
reference with the primary reference. However, as discussed above for claim 4, the 
Baur reference is evidence that it is well known for macroporous activated carbon to 
have surface area of about 1 to 8 m 2 /g. 

Applicant also argues that there is no teaching to combine the Hershe et al. 
reference with the primary reference. As discussed above, It is well known in the art to 
put menthol flavor in the filter as evidenced by Hersh (column 1 2, lines 9-1 3). 
Therefore, it would have been obvious to add a menthol flavor to the filter of Bereman to 
give user the flavor. Furthermore, Hersh discloses cigarette filter comprising menthol 
and other smoke flavoring agents wherein the activated carbon has pore modifying 
agent and part of the activated carbon is available for adsorption of the menthol or other 
flavor (column 8, lines 25-31). 
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Applicant argues that the examples and table in the specification from pages 5-9 
distinguishes the invention from the cited prior arts by assuming that the combination of 
the prior arts is only closely related to comparative example A. However, as discussed 
above for claims 1 and 16, the citied prior arts teaches the use of activated carbon and 
flavor in a cigarette filter and teaches modifying pores (overlapping with the claimed 
ranges) of the activated carbon for a desired property. Where the general conditions of 
a claim are disclosed in the prior art, it is not inventive to discover the optimum or 
workable ranges by routine experimentation." In re Aller, 220 F.2d 454, 456, 105 USPQ 
233, 235 (CCPA 1955). Furthermore, the Table in the specification is not 
commensurate in scope with the claimed invention, since it does not show superior 
results for several levels, including when the micropores are at a level of zero, as is now 
being claimed. 

Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
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the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to PHU H. NGUYEN whose telephone number is 
(571 )272-5931 . The examiner can normally be reached on M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Phillip Tucker can be reached on 571 -272-1 095. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



P.N 3/4/2009 

/Philip C Tucker/ 
Supervisory Patent Examiner, Art Unit 1791 



